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Claims 1-8 and 23-27 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

These claims are duplicates since the process of claim 12 produces the same phosphor of 
claim 1. Thus claims 1 and 23 are the same. Applicant is advised that should claims 1-8 be found 
allowable, claims 23-27 will be objected to under 37 CFR 1.75 as being a substantial duplicate 
thereof. When two plaims in an application are duplicates or else are so close in content that 
they both cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. See MPEP 
§ 706.03(k). 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-1 1 and 23-27 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
patent 5,674,698. 

This reference teaches phosphor fluoride particles having a particle size in the range of 
100-300 nm (col. 13, lines 43-46) and where the phosphors can be YFaiYb-Er, YFaiYb-Tm, 
YF3:Yb^Ho, LaFsiYb-Er, LaFsiYb-Tm, LaFsiYb-Ho, GdFaiYb-Er, GdFaiYb-Tm, GdFsiYb-Ho, 
NaYF4:Yb-Er, NaYF4:Yb-Ho or NaYF4:Yb-Tm. Column 16, lines 57-61 teaches formulas that 
fall within the composition of claims 5 and 24. Column 17, lines 45-58 teaches the phosphor 
particles should be xmiform and indicates how these particles are produced. Colunm 18, lines 43- 
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54 teaches the particles can be coated with a silica coating layer and column 18, line 65-60 
teaches the particles can be coated with a transparent polymer which is then coated with a 
immobilized biological moiety. The reference teaches the claimed phosphor particles. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-6, 8, 23-25 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. patent 5,891,361. 

This reference teaches uniform rare earth fluoride phosphor particles, where the particles 
have a particle size of less than 1 micron. The rare earth fluoride can be yttrium, lanthanum or 
gadolinium fluoride and the phosphor is activated by an absorber-emitter pair, such as Yb-Er, 
Yb-Ho or Yb-Tm. The phosphor has the formula Yo.8Ybo.2-mErmF3, where m is 0.01-0.02. This 
formula falls within that claimed. The taught particle size range encompasses the claimed ranges. 
Product claims with numerical ranges which overlap prior art ranges were held to have been 
obvious under 35 USC 103. In re Wertheim 191 USPQ 90 (CCPA 1976); In re Malagari 182 
USPQ 549 (CCPA 1974); In re Fields 134 USPQ 242 (CCPA 1962); In re Nehrenberg 126 
USPQ 383 (CCPA 1960). While example teaches a particle size of about 400 nm, a reference is 
not limited to the teachings in its examples. The taught range of less than 1 micron suggests the 
claimed range. The reference suggests the claimed phosphors. 
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Claims 12-22 are allowable over the cited art of record. There is no teaching or 

suggestion in the cited art of record of the claimed process where a rare earth chelator is present 

during the co-precipitation reaction. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from- 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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